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DETAILED ACTION 



Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

4. Claims 1-17 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. The result of the instant invention is the implementation of 
initiatives and their added value being generated by a human being. The subjective 
judgment required to execute the steps would not always yield a substantially 
reproducible result. 35 U.S.C. 101 requires the claimed invention as a whole must be 
useful and accomplish a practical application. That is, it must produce a "useful, 
concrete and tangible result." In the instant case, the implementation of initiatives and 
their added value based on "brainstorming-like" idea generation can have varying 
results when subjected to the same data at different times and under varying 
circumstances. Due to the claims failure to provide a concrete or reproducible result, 
the statutory requirement under 35 U.S.C. 101 has not been met. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 10 is rejected under 35 U.S.C. 112. second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

• 5. The term "foster " In claim 10 is a relative term, which renders the claim 

indefinite. The term "foster " is not defined by the claim, the specification does not 

provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 

art would not be reasonably appraised of the scope of the invention. It is unclear at 

what point the stmcture of the virtual community would be satisfactory In having 

fostered innovation. For Examination purposes, Examiner is interpreting foster 

Innovation as the structure of a virtual community where innovation ideas are discussed. 

Claim Rejections '35 use §102 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1,8,10-13 and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Rowan et al. U.S. Pre-Grant Publication No. US 2003/0149610 A1 . 

7. As per Claim 1 , Rowan teaches assessing an innovation status of an entity 
(see para. 34, lines 1-4); identifying atieastone initiative witli an innovation focus 
wiiicii is structured to increase ttie vaiue of said entity (see para. 44, Examiner is 
interpreting defining strategic initiatives as identifying at least one initiative); 
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implementing said initiative (see para. 83 lines 1-5); repeating said assessing, 
identifying and impiementing (see para. 34 lines 9-10 and para. 38 lines 3-5). 

8. As per Claim 8, Rowan teaches the method of claim 1 as described above. 
Rowan further teaches wherein said identifying includes building awareness of 
innovation within said entity (see para. 50 lines 5-8, Examiner is interpreting focusing 
on core processes that encourage innovation as building awareness of innovation within 
said entity). 

9. As per Claim 10, Rowan teaches the method of claim 8 as described above. 
Rowan further teaches wherein said building includes establishing a virtual 
community structured to foster innovation (see para. 46 lines 2-8, Examiner is 
interpreting the second cross-functional team that defines strategic initiatives as a virtual . 
community structured to foster innovation). By definition in Applicant's disclosure, a 
virtual community refers to a group of persons within the enterprise 1 1 and client 12 

who are in a position to make positive contributions to the overall process (see para. 
47). 

1 0. As per Claim 1 1 , Rowan teaches the method of claim 8 as described above. 
Rowan further teaches wherein said building includes feeding back information 
relating to said assessing, identifying and implementing (see para. 44 lines 4-6). 

11. As per Claim 12, Rowan teaches the method of claim 1 as described above. 
Rowan further teaches wherein said identifying includes generating ideas that 
represent potential said initiatives (see para. 44 and para. 46 lines 1-2, Examiner is 
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interpreting a cross-functional team defining strategic initiatives focused on the most 
profitable business segments as generating ideas that represent potential initiatives). 

12. As per Claim 13, Rowan teaches the method of claim 12 as described above. 
Rowan further teaches wherein said generating includes holding periodic 
workshops which each involve a plurality of persons and which are each 
structured to generate a plurality of said ideas (see para. 44 and para. 46 lines 1-2), 
Examiner is interpreting a cross-functional team defining strategic initiatives focused on 
the most profitable business segments as generating ideas that represent potential 
initiatives. A workshop being a seminar or discussion group that emphasizes exchange 
of ideas and the demonstration and application of techniques or skills exist in the 
method of Rowan due to the fact that the cross-functional team, which includes a 
plurality of persons, defines strategic initiatives. 

13. As per Claim 15, Rowan teaches the method of claim 12 as described above. 
Rowan further teaches wherein said identifying includes developing each of a 
plurality of said ideas into potential initiatives (see para. 44). 

Claim Rejections -35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for al| 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person, having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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15. Claims 2,4, 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rowan at al. in view of Shamriar International Publication No. WO 01/016836 A1 . 

16. As per Claim 2, Rowan teaches the method of claim 1 as described above. 
Rowan does not explicitly teach a further entity, and causing said entities to 
participate collaboratively in carrying out each of said assessing, identifying and 
implementing. Sharmar teaches, at step 50, one or more coordinators are assigned to 
a entity. According to an embodiment of the invention, a coordinator may be in charge 
of engaging an entity and responsible for coordinating activities involved with the 
engagement. A coordinator may be a person within the entity (e.g. an employee), or 
may be from an outside party (e.g. a consultant) (see pg. 12 lines 29-31 ad pg. 13 lines 
1-4). It would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to modify the method of Rowan to include a further entity with said 
entities participating collaboratively in carrying out each of said assessing, identifying 
and implementing in order to provide a medium to coordinate activities involved in the 
engagement, as taught in Sharmar pg. 13 lines 1-2. 

17. As per Claim 4, Rowan teaches the method of claim 1 as described above. 
Rowan does not explicitly teach wherein said assessing includes having a plurality 
of persons each complete a survey which access a status of said entity with 
respect to each of a plurality of innovation-related factors. Sharmar teaches, 
various personnel of an entity, including management personnel, may be interviewed to 
provide information. According to an embodiment of the invention, an initiative 
worksheet may be completed during the interview (see pg. 6 lines 24-30. Examiner is 
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interpreting an interview of various personnel as a survey). Sharmar further teaches, 
Information may include sales and marketing information, relationship management 
information (e.g. organizational charts, annual reports, the competitive landscape for the 
entity, etc) (see pg. 6 lines 15-20, Examiner is interpreting all of the aforementioned 
types of information to be a plurality of innovation based factors. It would have been 
prima facie obvious to one of ordinary skill in the art at the time of invention to modify 
the method of Rowan to include having a plurality of persons each complete a survey 
which access a status of said entity with respect to each of a plurality of innovation- 
related factors in order to generate further information relating to strategy and goals for 
the identity, as taught in Sharmar pg. 7 lines 3-4. 

18. As per Claim 5, Rowan teaches the method of claim 1 as described above. 
Rowan does not explicitly teach, said accessing includes evaluating current 
performance of said entity with respect to each of a plurality of selected factors. 

Sharmar teaches, as described above with respect to Fig. 1 . an entity may perform 
information audits regarding various aspects of the entity. Information audits may be 
performed within the entity's areas of interaction including information audits of the 
entity itself, the core information, product and service offerings of the entity, the entity's 
internal and external customers, and the entity's competitors. The areas of interaction 
may be both the current areas of interaction, and the entity's goals for areas of 
interaction (s ee pg. 13 lines 5-22, Examiner is interpreting performing I nformation 
audits as evaluating current performance). It would have been prima facie obvious to 
one of ordinary skill in the art at the time of invention to modify the method of Rowan to 
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include evaluating current performance of said entity with respect to each of a plurality 
of selected factors in order to form a basis for identifying potential strategic initiatives, as 
taught in Sharmar pg. 13 lines 26-27. 

19. As per Claim 6, Rowan teaches the method of claim 1 as described above. 
Rowan does not explicitly teach wherein said accessing includes evaluating a level 
of maturity of said entity with respect to each of a plurality of digital economy 
factors. Sharmar teaches, another aspect of the invention relates to a strength model 
for an entity to better understand economic forces that effect the entity. By way of 
example, for an entity investigation Internet initiatives may use a strength model to 
determine the impact of the initiatives on digital value proposition, operating earnings, 
and market value (see pg. 15 lines 13-29). It would have been prima facie obvious to 
one of ordinary skill in the art at the time of invention to modify the method of Rowan to 
include evaluating a level of maturity of said entity with respect to each of a plurality of 
digital economy factors in order to determine the impact of the initiatives on digital 
competitiveness, as taught in Shannar pg. 15 lines 14-16. 

20. As per Claim 7, Rowan teaches the method of claim 1 as described above. 
Rowan does not explicitly teach, evaluating said entity with respect to each of a 
plurality of selected factors, Sharmar teaches, as described above with respect to 
Fig, 1, an entity may perform information audits regarding various aspects of the entity. 
Information audits may be performed within the entity's areas of interaction including 
information audits of the entity itself, the core information, product and service offerings 
of the entity, the entity's internal and external customers, and the entity's competitors. 
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An information audit regarding customers may include issues about the definition of 
customers, segmentation, management, and growth (see pg. 13 lines 5-22, Examiner is 
interpreting an information audit regarding customers as evaluating said entity with 
respect to each of a plurality of selected factors). It would have been prima facie 
obvious to one of ordinary skill in the art at the time of invention to modify the method of 
Rowan to include evaluating said entity with respect to each of a plurality of selected 
factors in order to form a basis for identifying potential strategic initiatives, as taught in 
Sharmar pg. 13 lines 26-27; Sharmar further teaches establishing an improvement 
goal for each of a plurality of said factors (see p. 13 lines 27-30, Examiner is 
interpreting potential initiatives that are identified based on the information discovered 
via the audit and implemented by continuing the process as factors that have an 
established improvement goal. 

21 . Claims 3 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rowan et al. in view of Melis, European Patent Application EP 1 215 598 A1 . 

22. As per Claim 3, Rowan teaches the method of claim 1 as described above. 
Rowan further teaches, developing a set of initiatives (see para. 44, Examiner is 
interpreting defining strategic initiatives as developing a set of initiatives); evaluating 
costs and benefits of each of said initiative in said set (see para. 43 lines 1-5 and 
para. 44 lines 1-3, Examiner is interpreting plotting the revenue pool and establishing 
the industry trends as evaluating the costs and benefits of each said initiative). 
Although, Applicant's evaluating occurs subsequent to the development of initiatives, 
the inventive concept of evaluating the costs and benefits of initiatives is the same and 
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the order in which the evaluation is performed has no bearing in the determination of 
anticipation by Rowan. Rowan does not explicitly teach allocating funding to a 
subset of said initiatives in said set Melis teaches, for those business initiatives, 
which are selected from the Audition step (A), an optimized business plan is caused in a 
subsequent Final Casting step (FC). In a next step, after an optimized plan has been 
casted, funding capital for the company to be set up is acquired (see para. 40 lines 1-3 
and para. 41, Examiner is interpreting business initiatives selected from the Audition 
step as subsets of said initiatives in said set). It would have been prima facie obvious to 
one of ordinary skill in the art at the time of invention to modify the method of Rowan to 
include allocating funding to a subset of said initiatives in said set in order to allow 
venture capitalist to have qualified material from which to pick their most interested 
initiatives, as taught in Melis para. 16); and wherein said implementing is carried out 
for each said initiative in said subset Melis teaches, after a financier has been 
found and enough venture capital has been secured, in a Pre-Production phase (PP) an 
execution plan of the initiative is compiled. After the Pre-Production step, in a final 
phase (P) the initiator of the initiative, together with the intermediary and its partners, 
perform a number of parallel actions in order to produce a working (e-) business 
organization 30 (see para 42 lines 1-4 and para. 43 lines 1-4). It would have been 
prima facie obvious to one of ordinary skill in the art at the time of invention to modify 
the method of Rowan to include said implementing carried out for each said initiative in 
said subset in order to realize a working organization within a certain period of time and 
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convert the nnost valuable businesses into companies, as tauglit in Melis para. 1 1 and 
12). 

23. As per Claim 16, Rowan teaches the method of claim 12 as described above. 
Rowan teaches evaluating costs and benefits of eacti of said potential initiatives. 
(See para. 43 lines 1-5 and para. 44 lines 1-3, Examiner is interpreting plotting the 
revenue pool and establishing the industry trends as evaluating the costs and benefits 
of each said initiative). Although, Applicant's evaluating occurs subsequent to the 
development of initiatives, the inventive concept of evaluating the costs and benefits of 
Initiatives is the same and the order in which the evaluation is performed has no bearing 
in the determination of anticipation by Rowan. Rowan does not explicitly teach 
allocating funding to at least one of said potential initiatives, said implementing 
being carried out for each said initiative which is funded. Melis teaches, for those 
business initiatives, which are selected from the Audition step (A), an optimized 
business plan is caused in a subsequent Final Casting step (FC). In a next step, after 
an optimized plan has been casted, funding capital for the company to be set up is 
acquired (see para. 40 lines 1-3 and para. 41). It would have been prima facie obvious 
to one of ordinary skill in the art at the time of invention to modify the method of Rowan 
to include allocating funding to a subset of said initiatives in said set in order to allow 
venture capitalist to have qualified material from which to pick their most interested 
initiatives, as taught in Melis para. 16). Melis further teaches, after a financier has been 
found and enough venture capital has been secured, in a Pre-Production phase (PP) an 
execution plan of the initiative is compiled. After the Pre-Production step, in a final 
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phase (P) the initiator of the initiative, together with the intermediary and its partners, 
perform a number of parallel actions in order to produce a working (e-) business 
organization 30 (see para 42 lines 1-4 and para. 43 lines 1-4). It would have been 
prima facie obvious to one of ordinary skill in the art at the time of invention to modify 
the method of Rowan to include said implementing carried out for each said initiative in 
said subset in order to realize a working organization within a certain period of time and 
convert the most valuable businesses into companies, as taught in Melis para. 1 1 and 
12 

24. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rowan in 
view of Neal (Reference U of the attached PTO-892). 

25. As per Claim 9, Rowan teaches the method of claim 8 as described above. 
Rowan does not explicitly teach wherein said building includes offering periodic 
presentations, whicfi relate to recent developments in digital tect^nology. Neal 
teaches, Organizations will take more interest in filling the knowledge gap as a means 
to increase productivity and reduce cost. This means less focus on technology for 
technology's sake and a greater emphasis on training workers, customers and partners. 
Irrational exuberance will be replaced with a greater level of sophistication in how 
success is measured; more attention will be paid to workers' ability to perform. Watch 
for e-enhanced informal learning using e-mail, threaded discussions, instant messaging, 
e-meetings, team rooms, and virtual workspaces. It would have been prima facie 
obvious to one of ordinary skill in the art at the time of invention to modify the method of 
Rowan to include offering periodic presentations, which relate to recent developments in 
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digital technology to refocus corporate educators on the bottom line and achieving 
results, as taught in Neal para. 10 lines 1-2. 

26. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rowan 
et al. in view of Vogt et al; U.S. PG Publication 2003/0028595 A1 . 

27. As per Claim 14, Rowan teaches the method of claim 12 as described above. 
Rowan does not explicitly teach wherein said generating includes establist^ing a 
virtual site which continuously provides information about selected issues and 
can accept input representing said ideas. Vogt teaches the present invention 
provides a browser-enabled system of software and services that focuses on 
connecting people across spatial, temporal, and organizational barriers to achieve 
specific objectives. The system connects individuals to colleagues who can help them 
make decisions, solve problems, and learn quickly by helping them form a community 
with specific performance goals. The invention provides a virtual space, tools, activities, 
and business processes that enable users to meet, dialogue, share documents and 
links, develop best practices, provide mutual aid, and develop a sense of group identity 
(see para. 14, Examiner is interpreting tools and activities as selected issues and help 
making decisions as input ideas). It would have been prima facie obvious to one of 
ordinary skill in the art at the time of invention to modify the method of Rowan to include 
establishing a virtual site which continuously provides information about selected issues 
and can accept input representing said ideas in order to provide a meeting place for a 
learning community and a structure through which that community can achieve its 
goals, as taught in the Abstract of Vogt. 
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28. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rowan 
et al. in view of Vogt et al in further view of Official Notice. 

29. As per Claim 17, Rowan in view of Vogt teaches the method of claim 16 as 
described above. Rowan on view of Vogt does not explicitly teach holding periodic 
meetings to review and refine said implementing of each said funded initiative. Official 
Notice is taken that having periodic meetings to review and refine funded initiatives is 
old and well known in the art of strategic planning. It would have been prima facie 
obvious to one of ordinary skill in the art at the time of invention to modify the method of 
Rowan to include holding periodic meetings to review and refine said implementing of 
each said funded initiative in order to analyze the progress of the implemented initiative 
and alter any areas that are not in line with goals. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tonya Joseph whose telephone number is 571-270- 
1361. The examiner can normally be reached on Mon-Fri 7:30am-5:00pm First Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Nolan can be reached on 571 272 0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tonya Joseph 
Examiner 
Art Unit 3628 




